United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/681,127 


10/09/2003 


Hiroaki Awano 


046601-5113 


8069 



9629 7590 03/09/2007 

MORGAN LEWIS & BOCKIUS LLP 
1 1 1 1 PENNSYLVANIA AVENUE NW 
WASHINGTON, DC 20004 



EXAMINER 



YAN, REN LUO 



ART UNIT 



PAPER NUMBER 



2854 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 03/09/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summarv 


Application No. 

10/681,127 


Applicant(s) 

AWANO, HIROAKI 


Examiner 

Ren L. Yan 


Art Unit 

2854 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)[>3 Responsive to communication(s) filed on 06 December 2006 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 7,3-5 and 7-22 is/are pending in the application. 

4a) Of the above claim(s) 8-22 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim (s) 1.3-5 and 7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
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DETAILED ACTION 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 7 is indefinite because the recitation of "the recognizing unit recognizes a 
registration method of the sheets on which the images have been formed by the image forming 
apparatus" is unclear as to its meaning. The registration method of the sheets is not defined and 
how the recognizing unit recognizes such a registration method is also not understood. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 3-5 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gerber(5,836,224) in view of Gerber (Re. 30,757). 

The '224 patent to Gerber teaches a sheet processing apparatus for processing sheets as 
claimed including a sheet accepting unit 11 that accepts sheets S in the form of a sheaf loaded 
thereon, a cutting unit 10 that cuts the sheets accepted by the sheet accepting unit with a blade 28 
that moves parallel with the sheet surface, a recognizing unit (16, 18, 100) that recognizes 
information relating to the sheets to be cut by the cutting unit 10, wherein the cutting unit 10 
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determines a condition of cutting of the sheets on the basis of the information relating the sheets 
that has been recognized by the recognizing unit. Gerber teaches in column 7, lines 14-30 to set 
up cutting conditions based on the number or type of sheets to be cut. The computer 16, marker 
data 18 and the lockup table 100 collectively form the recognizing unit as recited that recognizes 
information relating to sheets to be cut such as the number or types of sheets and the cutting unit 
determines the cutting condition on the basis of the information relating the sheets that has been 
recognized by the recognizing unit. See Figs. 1-4, column 3, line 34 through column 4, line 32, 
and column 7, lines 14-30 in Gerber for details. However, even though the movement condition 
of the cutting blade 28 in terms of its moving directions, range, and start and stop positions is 
determined by the marker data 18 based on the cutting patterns P, the ' 224 patent does not 
clearly teach that a movement condition of the blade (moving speed or movement range of the 
blade) is determined on the basis of at least one of the number and kind of the sheets recognized 
by the recognizing unit. The 4 75 7 patent by Gerber teaches in a similar sheet processing 
apparatus for cutting sheets in a form of a sheaf the correlation between the movement condition 
of the cutting blade and the number and kind of sheets being cut and provides the necessary 
control means for controlling the movement condition of the cutting blade based on the number 
and kind of sheets being cut. See Figs. 1, 2, 9, 10 and column 9, line 36 through column 10, line 
35 in '757 patent for example. It would have been obvious to one of ordinary skill in the art at 
the time of invention to provide the sheet processing apparatus in the c 224 patent with the 
necessary structure appropriately disposed to control the movement condition of the cutting 
blade based on the number or kind of sheets being cut as taught by the c 757 patent in order to 
prevent overheating of the cutting blade and to prevent fusing and burning of the sheet material. 
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With respect to claim 7, the broadly recited registration method is clearly shown by Gerber in 
Fig. 1 in which cutting patterns P are arranged on the sheets with respect to each other. With 
respect to the recited sheets on which images have been formed by an image forming apparatus, 
the sheets of Gerber could certainly have design patterns P preprinted by an image forming 
apparatus prior to be loaded onto the sheet accepting unit 11. The examiner notes that the 
claimed invention is directed to a sheet processing apparatus for processing sheet and the recited 
image forming apparatus does not form any part of claimed invention and thus is not given 
patentable weight. 

Applicant's arguments filed on 12-6-2006 have been fully considered but they are not 
persuasive. 

With respect to the 35 USC 112, 2 nd paragraph to claim 7, applicant argued that the 
claimed subject matter of claim 7 is fully supported by the present specification and thus the 
rejection should be withdrawn. This argument is not persuasive and is missing the point. The 
Examiner did not question whether the claimed subject matter of claim 7 has proper support in 
the specification as originally filed. Rather, the recitation of "wherein the recognizing unit 
recognizes a registration method of the sheets on which the images have been formed by the 
image forming apparatus" itself in the claim is unclear as to its meaning and thus renders the 
claim indefinite. Claim 7 is directed to a sheet processing apparatus per se and the image 
forming apparatus does not form any part of the claimed sheet processing apparatus. Without 
any definition provided in the claim, the recitation of "a registration method of the sheets. . is 
unclear as to what it refers to. Consequently, how the recognizing unit recognizes such an 
undefined registration method of the sheets is also unclear and therefore, claim 7 is indefinite. 
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With respect to the 35 USC 103(a) rejection against claims 1, 3-5 and 7, applicant argued 
that the disclosure in Gerber '224 fails to teach or suggest at least a recognizing unit that 
recognizes the number and kind of sheets and determines a movement condition of the blade on 
the basis of the number and kind of sheets as recited in claim 1 and load sensors are used in 
Gerber '757 to regulate the blade speed of stroking rate as an alternative to or in conjunction 
with the feed rate control so that the heat generated by the cutting blade will no fuse or burn the 
sheet material. The feedback signal from the load sensor readily provides the necessary 
information for regulating the speed of the stroking motor. The load sensors in Gerber ' 757 are 
not the equivalent of a recognizing unit that determines the movement condition of the blade 
based upon the number and kind of sheets recognized. Thus, Gerber '757 fails to teach or 
suggest "a movement condition of the blade being determined on the basis of at least one of the 
number and kind of sheets recognized by the recognizing unit" as recited in claim 1 . Applicant's 
argument is clearly directed against the applied prior art references individually and is not 
persuasive. In response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). In the present rejection, the load 
sensors of Gerber '757 are not at all relied upon by the Examiner as the rational to combined the 
teachings of the applied references. Gerber '224 clearly recognizes the number and kind of 
sheets to be cut and determine the cutting condition of the blade on the basis of the number and 
kind of sheets recognized. Gerber '757 teaches to control the movement conditions of the 
cutting blade based on the number and kind of sheets being cut in order to prevent fusing and 
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burning of the sheet material. The valid teaching of Gerber c 757 provides amble motivation to 
those having ordinary skill in the art at the time of invention to apply the teaching of Gerber '757 
to the sheet processing apparatus of Gerber '224 to set the movement condition of the cutting 
blade based on the number and kind of the sheet material in order to improve the cutting 
operation of the sheet material by not fusing and burning of the sheet material being cut. 

The rejections set forth above are believed proper and thus are maintained. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ren L. Yan whose telephone number is 571-272-2173. The 
examiner can normally be reached on 8:30am-5 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on 571-272-2258. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Ren LYan 
Primary Examiner 
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